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REMARKS 

Claims 42, 44-48, 50-55 and 57-63 are pending in this application. In the Office 
Action, claims 42-63 [sic, pending claims 42, 44-48, 50-55 and 57-63] are rejected under 35 
U.S.C. §102. By this Amendment, the specification and claims 42 and 55 are amended. 
Support for the amendments to claims 42 and 55 can be found, for example, in the instant 
specification at page 12, lines 29 to 32, and in the disclosure of Japanese Patent Laid-Open 
No. 195214/1998, incorporated by reference at page 12, line 32. 

The specification is also amended after page 12, line 36, to incorporate some of the 
relevant subject matter of Japanese Patent Laid-Open No. 195214/1998. For the Examinees 
information, attached are copies of Japanese Patent Laid-Open No. 195214/1998, an English 
language abstract thereof, and U.S. Patent No. 6,218,022, which is a counterpart application 
of Japanese Patent Laid-Open No. 195214/1998. The incorporated subject matter appears at 
col. 4, line 21 to col. 5, line 60, of U.S. Patent No. 6,218,022. 

No new matter is added. In view of the foregoing amendments and following 
remarks, reconsideration and allowance are respectfully requested. 
Rejection Under 35 U.S.C. SI 02 

The Office Action rejects claims 42-63 [sic, pending claims 42, 44-48, 50-55 and 
57-63] under 35 U.S.C. §102(b) over WO98/08216 to Shimose et al. ("Shimose"). 
Applicants respectfully traverse the rejection. 

The citations to Shimose in the Office Action refer to its English-language 
counterpart, U.S. Patent No. 6,203,918. Applicants 1 citations to Shimose herein, likewise, 
also refer to the English-language counterpart. 

Claim 42 recites "[a] laminate having ... a first resin layer and a second resin layer; 
the first resin layer has a first etching rate when etched with an alkali-aliphatic amine solution 
and the second resin layer has a second etching rate when etched with the alkali-aliphatic 
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amine solution ; and a ratio of the first etching rate to the second etching rate is from 4:1 to 
1:1 " (emphasis added). Claim 55 recites "[a]n insulating film comprising at least a first resin 
layer and a second resin layer, wherein: the first resin layer has a first etching rate when 
etched with an alkali-aliphatic amine solution and the second resin layer has a second etching 
rate when etched with the alkali-aliphatic amine solution ; and a ratio of the first etching rate 
to the second etching rate is from 4:1 to 1:1 " (emphasis added). Shimose does not teach or 
suggest such a laminate or such an insulating film. 

The Office Action asserts that Shimose discloses laminates including a stainless steel 
substrate and an insulative polyimide layer having two or three polyimide layers. The Office 
Action further asserts that Shimose discloses that the insulating layers can have ratios of 
etching rates of, for example, 1 .09: 1 and 1.19:1. The Office Action also asserts that Shimose 
discloses etching rates of hydrazine solutions, which are encompassed by alkali-amine 
etching solutions. Notwithstanding these assertions, Shimose does not teach or suggest the 
laminate of claim 42 or the insulating film of claim 55. 

Each of claims 42 and 55 includes an insulator including a first resin layer and a 
second resin layer, where the first resin layer has a first etching rate when etched with an 
alkali-amine solution, the second resin layer has a second etching rate when etched with an 
alkali-amine solution, and a ratio of the first etching rate to the second etching rate is from 4:1 
to 1:1. The Office Action relies on the Examples of Shimose to support its assertion that 
Shimose discloses that resin layers in an insulator can have ratios of etching rates of, for 
example, 1 .09: 1 and 1.19:1. However, the etching rates for the resin layers disclosed in the 
Examples of Shimose are the etching rates for hydrazine . See Shimose, column 8, lines 61 to 
62. The etching rates for the resin layers in claims 42 and 55 are etching rates for an alkali- 
aliphatic amine solution . There is no disclosure in Shimose regarding etching rates for alkali- 
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aliphatic amine solutions, much less the particular ratios of etching rates for alkali-amine 
solutions required by claims 42 and 45. 

Moreover, there is no disclosure in Shimose to suggest that the disclosed etching rates 
for hydrazine are in any way predictive of etching rates for alkali-aliphatic amine solutions — 
one of ordinary skill in the art would not expect that the etching rates for multiple etchants 
would be identical from etchant to etchant. Shimose does not provide any teaching or 
suggestion with respect to selecting ratios of etching rates of resin layers in an insulator for 
any etchant. The alleged disclosure regarding ratios of etching rates for hydrazine is, rather, 
extrapolated by the Office Action from data in the Examples of Shimose. The Office Action 
asserts that Shimose teaches particular ratios, but does not (and can not) assert that Shimose 
suggests selecting those ratios. Shimose does not provide any data regarding etching rates for 
alkali-aliphatic amine solutions and, thus, it is not possible to even extrapolate ratios of such 
etching rates, much less discern any teaching or suggestion regarding the desirability of those 
ratios. 

The present inventors, by contrast, have achieved unexpected and desirable results by 
selecting for etching rates in resin layers of an insulator. In particular, by selecting resin 
layers based on alkali-aliphatic amine solution etching rates, as in claims 42 and 55, it is 
possible to obtain a laminate having a good shape, and that can be continuously etched. See 
instant specification, page 40, line 26 to page 41, line 1 . Shimose provides no teaching or 
suggestion regarding avoidance of problems, such as shown in FIG. 1 of the instant 
specification. Further, keying ratios of etching rates to alkali-aliphatic amine solutions, rather 
than etchants such as hydrazine, represents a move away from reliance on highly toxic 
chemicals. 

For the foregoing reasons, Shimose does not teach or suggest each and every feature 
of claims 42 and 55. 
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Shimose does not anticipate claims 42 and 55. Claims 44-48, 50-54 and 57-63 
depend variously from claims 42 and 55 and, thus, also are not anticipated by Shimose. 
Accordingly, reconsideration and withdrawal of the rejection are respectfully requested. 
Conclusion 

In view of the foregoing, it is respectfully submitted that this application is in 
condition for allowance. Favorable reconsideration and prompt allowance of claims 42, 44- 
48, 50-55 and 57-63 are earnestly solicited. 

Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 
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